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REMARKS 
Double Patenting 

Applicants acknowledge the examiner's rejection of claims 1-22 under the 
judicially created doctrine of double patenting over claims 1-22 of commonly-assigned 
US patent number 6,701,447. Upon indication of allowable subject matter, applicants will 
file an appropriate terminal disclaimer, disclaiming any time period improperly extending 
the tf right to exclude" granted in the referenced patent. 

Claim objections 

Applicants gratefully acknowledge the examiner's finding that claims 4-1 1 are 
"objected to as being dependent upon a projected base claim, but would be allowable if 
rewritten in independent form including all the limitations of the base claim and any 
intervening claims." 

As applicants herewith amend the common rejected base claim (independent claim 
1), and as independent claim 1 as presently amended is believed to be allowable over the 
prior art of reference, claims 4-1 1 are now believed to be allowable as originally 
submitted. 

Moreover, the examiner has acknowledged that claims 1-22 are pending for 
examination, and no restriction requirement has been made of record regarding the 
prosecution of claims 12-22; however, the examiner has not provided guidance as to the 
status of claims 15-22, which are structure claims corresponding to method claims 4-1 1. 
(Although the Office Action Summary indicates that claims 1-22 are pending and are 
rejected, page 2 of the detailed action indicates instead that claims 4-1 1 are "objected to".) 

As they incorporate analogous limitations, it is believed that claims 1 5-22 should 
also be properly designated as "objectionable" by the examiner, not "rejected". 
Accordingly, it is assumed absent further communication that claims 15-22 are properly 
also deemed "objectionable" rather than rejected. And, accordingly, as applicants 
herewith amend their common rejected base claim (independent claim 12), and as 
independent claim 12 as presently amended is believed to be allowable over the prior art 
of reference, claims 15-22 are now believed to be allowable as originally submitted. 
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Claim rejections - 35 USC Section 103 
Claims 1 and 2. Claims 1 and 2 are rejected under 35 USC 1 03(a) as being 
unpatentable over Admitted Prior Art (hereinafter sometimes APA) in view of Meiden et 
al, US patent number 5,687,173 (hereinafter sometimes "Meiden"). 

In order for a claimed invention to be rejected on obviousness, the prior art must 
suggest the modifications sought to be patented; In re Gordon 221 U.S.P.Q. 1 125, ] 127 
(CAFC 1984^; ACS Hospital System Inc. v. Montefiore Hospital. 221 U.SP.Q. 929, 933 
(CAFC 1 984), Neither the APA nor Meiden singly, nor the APA in view of Meiden et al, 
teach the invention claimed by an amended claim 1, and amended claim 1 is believed to 
be allowable over die APA in view of Meiden. 

The examiner contends that the APA in view of Meiden teaches "means for 
altering, modifying or not modifying parameters responsive to a first event disposition" 
analogous to the limitations claimed by applicants' claim 1 . However, a review of 
Meiden reveals that it does not teach the limitations defined by applicants' claim 1 . More 
specifically, Meiden at the sections pointed to by the examiner (specifically, column 3, 
lines 16-26; column 4, lines 40-62; and column 6, lines 5-33) essentially teaches two 
features: (1) a means for selecting alternate counter actions (for example, a counter 
initialized to a specific value, reset, incremented, decremented, etc.); and (2) a means for 
altering parameters associated with the counter, such as state variables. However, both of 
thftfgft feflftirftg/arf*f fins am executed at tha timft rtf processing the packet Neither relate to 
delaying the count until packet disposition is determined or altering an action previously 
taken on the same packet. There is no description of corrective action ("modifying or not 
modifying**) based on and subsequent to whether or not those packets subject to discard 
are actually discarded, as it is clearly claimed by applicants' claim 1. 

It is believed that claim 1 as originally filed defines an invention allowable over 
the APA in view of Meiden. In order to more clearly define that invention with respect to 
the subsequent nature of counter operations relative to possible parameter modifications 
responsive to an occurrence disposition, independent method claim 1 has been amended 
herein to more clearly specify "subsequently selecting an at least one counter and 
performing a counter operation on the selected counter responsive to the parameters." 
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Thus, amended claim 1 is now believed to be clearly allowable over the APA in view of 
Meldert 

As claim 2 is dependent upon and includes all of the limitations of independent 
method claim 1, claim 2 is believed to be allowable over the APA in view of Melden for 
the same reasons. 

Moreover, claiml2 is an independent structural claim corresponding to 
independent method claim 1 . It has been amended similarly herein, and is thus also 
accordingly believed to be clearly allowable over the APA in view of Melden, And as 
claim! 3 is a structural claim corresponding to method claim 2, and is dependent upon and 
includes all of the limitations of independent structural claim 12, claim 13 is also believed 
to be allowable over the APA in view of Melden for the same reasons. 

Claim 3. Claim 3 is rejected under 35 USC 103(a) as being unpatentable over the 
APA in view of Melden et al as applied to claim 1 , and further in view of Schwartz (US 
Patent Number 5446560). 

In order for a claimed invention to be rejected on obviousness the prior art must 
suggest the modifications sought to be patented; Ibid Neither the APA nor Melden singly, 
nor the APA in view of Melden et al, or further in view of Schwartz, teach the invention 
claimed by claim 3 ? as established above, and claim 3 is believed to be allowable over the 
APA in view of Melden. 

Specifically, Schwartz offers no teaching on delaying the count until packet 
disposition is determined, qe altering an action previously taken on the same packet. 
There is no description of corrective action ("modifying or not modifying") based on and 
subsequent to whether or not those packets subject to discard are actually discarded, as it 
is clearly claimed by applicants' amended claim 1 . As claim 3 is dependent upon and 
includes all of the limitations of amended independent method claim 1, claim 3 is believed 
to be allowable over the APA in view of Melden, and/or further in view of Schwartz. 

Moreover, claim 14 is a dependent structural claim corresponding to method claim 
3. As claim 14 is dependent upon and includes all of the limitations of amended 
independent structural claim 12, claim 14 is believed to be allowable over the APA in 
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parameters." Thus, amended claim 1 is now believed to be clearly allowable over the 
APA in view of Melden. 

As claim 2 is dependent upon and includes all of the limitations of independent 
method claim 1, claim 2 is believed to be allowable over the APA in view of Melden for 
the same reasons. 

Moreover, claim! 2 is an independent structural claim corresponding to 
independent method claim 1 . It has been amended similarly herein* and is thus also 
accordingly believed to be clearly allowable over the APA in view of Melden. And as 
claim 1 3 is a structural claim corresponding to method claim 2, and is dependent upon and 
includes all of the limitations of independent structural claim 12, claim 1 3 is also believed 
to be allowable over the APA in view of Melden for the same reasons. 

Claim 3. Claim 3 i$ rejected under 35 USC 103(a) as being unpatentable over the 
APA in view of Melden et al as applied to claim 1 , and ftirther in view of Schwartz (US 
Patent Number 5446560). 

La order for a claimed invention to be rejected on obviousness, the prior art must 
suggest the modifications sought to be patented; IbidL Neither the APA nor Melden singly, 
nor the APA in view of Melden et al, or further in view of Schwartz, teach the invention 
claimed by claim 3, as established above, and claim 3 is believed to be allowable over the 
APA in view of Melden. 

Specifically,, Schwartz offers no teaching on delaying the count until packet 
disposition is determ ined, or altering an action previously taken on the same packet. 
There is no description of corrective action ( 6S modifying or not modifying 3 ') based on and 
subsequent to whether or not those packets subject to discard are actually discarded as it 
is clearly claimed by applicants* amended claim 1. As claim 3 is dependent upon and 
includes all of the limitations of amended independent method claim 1, claim 3 is believed 
to be allowable over the APA in view of Melden, and/or further in view of Schwartz* 

Moreover, claim 14 is a dependent structural claim corresponding to method claim 
3. As claim 14 is dependent upon and includes all of the limitations of amended 
independent structural claim 12, claim 14 is believed to be allowable over the APA in 

RAL920000079US2 (WA-10-55J9-C1) i A 



PAGE 12/13 * RCVD AT 9/12/2005 2:09:06 PM [Eastern Daylight Time] ^ SVR:USPTO-EFXRF-6/28 ^ DNIS:2738300 * CSID:440 391 5101 * DURATION (mm-ss):0342 



09/12/2005 14:10 FAX 440 391 5101 



DRIGGS ET AL 



©013/013 



view of Melden, and/or further in view of Schwartz for the same reasons as established 
above. 



Accordingly, for the reasons previously mentioned, amended independent method 
claim 1 and the corresponding structural amended independent claim 12 are believed to be 
allowable over the prior art of record- The remainder of the claims before the examiner 
(claims 2-12 and claims 13-22) are all directly or indiiectly dependent upon either 
amended claim 1 or amended claim 12, and they are all, thus, believed to be allowable 
over the prior art of record as well. 



Conclusion 



Respectfully submitted, 
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